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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-10 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , lines 9-10 require that in the inserted position the roof liner protrude 
"over a roof frame member". Based upon a review of applicant's specification, it is 
unclear how one roof liner portion protrudes over a roof frame member. Figure 3 of the 
specification clear shows that the roof liner portion 24 protrudes below the frame 
member. It is recommended that the applicants replace "over" with "below". 

3. Claim 1 recites the limitation that a feeding movement is "directed substantially 
perpendicular to the bonding face" in lines 20-22. There is insufficient antecedent basis 
for this limitation in the claim. The previous limitations in the claim do not recite the 
presence of a bonding face. 

4. As to claim 2, it is recommended that in line 4 the applicant replace "a feeding 
movement" with "the feeding movement". 

5. As to claim 7, use of the language "in particular" is indefinite because it is not 
clear if the fastening means is solely limited to adhesive bonding and a touch and close 
fastener. 
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6. Claim 1 recites the limitation that a feeding movement is "the associated roof 
member crossmember" in the last two lines. There is insufficient antecedent basis for 
this limitation in the claim. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-5, 7, 8 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spaulding et al. (US 6470559). 

Spaulding discloses a method for mounting a roof module 18 on a roof frame 
structure, having a roof opening 12 of a vehicle body, wherein the roof module, which 
contains a roof module panel 20 and a roof liner 22, is brought from outside into a 
defined inserted position relative to the roof opening, thereby forming an adhesive 
connection (column 3, lines 4-1 1 ) with the roof frame structure, and wherein the roof 
liner in the inserted position has at least one roof liner portion 26 protruding over a roof 
frame member of the roof frame structure (see figure 5 - liner portion 26), wherein the 
roof module is at least temporarily positioned relative to the roof opening by means of a 
movement component (figure 1). Additionally, the reference discloses that the roof 
module is brought into an inserted position by a feeding movement directed 
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substantially perpendicularly to the bonding face (figures 4 and 5) said movement being 
favorable to an adhesive connection (column 3, lines 4-1 1 ). 

It is not clear if the roof module is moved into the thread-in position by in a 
longitudinal movement. However, the reference discloses that the movement 
component is used to align the pins 54 with the holes of the vehicle frame (figures 1 and 
2; column 2, line 52 - column 3, line 1 1 ). Once the roof module is moved into a position 
wherein the liner has been inserted into the roof opening, it would have been obvious to 
one of ordinary skill in the art to move the roof module in a longitudinal direction in order 
to align the pins 54 with the holes in the roof frame. After pins are aligned, the roof 
module is moved in a direction perpendicular to the bonding face such that the pins are 
inserted into the holes. The position of the roof module right before the pins are inserted 
into the holes reads on the applicant's claimed "threaded-in" position. 

As to claims 2 and 3, the guide pins 54 prevent movement in the longitudinal and 
traverse directions during the feeding movement. As to claim 4, the module is placed 
into the threaded-in position by means of a combined displacement and pivoting 
movement (figure 1). As to claim 5, the module is pressed in a controlled manner. As to 
claim 10, the reference discloses adhesive 52. 

As to claim 7, Spaulding discloses that the liner is fastened to the inner portion of 
a roof frame cross member (column 3, lines 21-25; figure 5). As to claim 8, Spaulding 
discloses the limitations of the claim (column 3, lines 4-12). 
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9. Claims 6 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Spaulding et al. (US 6470559) as applied to claim 1 above, and further in view of Kubo 
et al. (US 5165164). 

It is not clear if Spaulding discloses a method wherein the operations of 
performing the threading-in, feeding and pressing of the roof module are carried out in 
an automated fashion. At the time the invention was made it would have been obvious 
to one of ordinary skill in the art to modify the method of Spaulding such that the 
operations are carried out in an automated fashion as tuaght by Kubo (figure 12; column 

10, lines 2 -68) as doing such allows the roof to be precisely aligned with the opening in 
the vehicle. As to claim 9, Kubo discloses front and rear roof panel portion with a 
connecting edge such that the roof panel portions rests on the outside of the frame 
cross member. Figure 12 of the reference shows two connecting edges at the front and 
rear of the roof W3. These connecting edges rest on the frame cross members of the 
roof opening thus enabling the roof to be properly secured to the frame member. 

1 0. Claims 7 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Spaulding et al. (US 6470559) as applied to claim 1 above, and further in view of Clift 
(US 6213542). 

Although it is not clear if the applicant intends to limit the fastening means recited 
in claim 7 to adhesive bonding or touch and close fastening, the following rejection is 
set forth to expedite prosecution: 

While Spaulding discloses that the edge portion of the liner is secured to the roof 
frame (column 3, lines 21-25), it is not clear if Spaulding discloses a method wherein the 
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securing means comprises a touch and close fastener. At the time the invention was 
made it would have been obvious to one of ordinary skill in the art to secure the liner 
portion of Spaulding to the roof frame with a touch and close fastener as doing such is 
well known and allows good retention between the frame and the liner portion as taught 
by Clift above (column 2, lines 50-52). Spaulding teaches the limitations of claim 8 as 
discussed above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER SCHATZ whose telephone number is 
571-272-6038. The examiner can normally be reached on Monday through Friday 9 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 1791 

/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1791 



